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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM . 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)H Responsive to cx)mmunication(s) filed on 07 April 2005 , 
2a)|3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-25 and 28-81 is/are pending in the application. 

4a) Of the above claim(s) 1-23 and 29-38 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 24.25,39-41.46-49.52-60,62.73.77 and 81 is/are rejected. 

7) 13 Claimfs^ 28.42-45.50.51.61, 63'72J4'76 and 78-80 is/are objected to. 

8) 0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the driawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CI Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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4) □ Interview Summary (PTO-4 1 3) 
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5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 
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Response to Amendment 

1. Applicants election of Group II, claims 24-28, in the reply filed on 4/7/05 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). Claims 26-27 have been 
canceled. Claims 39-81 have been added to Group II. 

2. Claims 1-23 and 29-38 are withdrawn from further consideration pursuant 
to 37 CFR 1 .142(b) as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Election was made without traverse in the 
reply filed on 4/7/05. 

3. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

4. Any objections or rejections made in a previous Office Action that are not 
herein reinstated have been withdrawn. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 39-41 and 56 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. The term 
"element(s)" as recited in the claims does not have literal support as indicated on 
page 25, lines 9-16. In this particular portion of the specification, there is a written 
description of additional polypeptides comprising a heteromultimer other than a 
first polypeptide forming a protuberance and/or a second polypeptide forming a 
cavity. Additional polypeptide(s) have a more limited definition and scope than 
the tenri "element," which is undefined by the specification and does not readily 
flow from the specification. Also, the examiner could not find specific written 
support for a cavity which comprises a glycine residue (claim 56). This is a 
written description new matter rejection. 

6. Claims 39-41 and 62 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particulariy point out and distinctly 
claim the subject matter which applicant regards as the invention. The examiner 
could not determine the metes and bounds of the term "element" as recited in the 
claims, as it was not defined in the specification where applicant had indicated. 
Written support for "polypeptide" was found in the specification (which has 
definite metes and bounds), but not the term "element," which seemingly could 
comprise any chemical compound or multiple chemical compounds unknown. 
Claim 62 recites "/subtype," which appears to be a typographical en^or. 
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7. A rejection based on double patenting of the "sanne invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

Clainfis 24-25, 46-49, 52-55, 57-60, 73, 77, and 81 are rejected under 35 

U.S.C. 101 as claiming the same invention as that of claims 1-16 of prior U.S. 

Patent No. 5,821,333. This is a double patenting rejection. 

8. Claim 24 is objected to as being dependent upon a non-elected base 
claim. 

9. Claims 28, 42-45, 50-51 , 61 -72, 74-76, and 78-80 are objected to as being 
dependent on rejected claims. 

10. No claim is allowed. 



1 1 . Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 



A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
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filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will . 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

12. Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the Technical Center 1600 general number 
which is (571) 272-1600. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Stephen Gucker whose telephone number Is 
(571 ) 272-0883. The examiner can normally be reached on Monday to Friday 
from 0930 to 1800. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Janet Andres, can be reached at (571) 
272-0867. The fax phone number for this Group is currently (571 )-273-8300. 




Stephen Gucker 



July 25. 2005 



SUI 




